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Disposition of Claims 

4) ^ Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1-13 is/are rejected. 
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DETAILED ACTION 

Information Disclosure Statement 

Applicant's admission filed May 27, 2005 has been considered. However, the 
statements made therein are of a general nature. No conclusion either positive or 
negative can be drawn from these statements. 

RULE 105 - REQUEST FOR INFORMATION 

1 . Applicant and the assignee of this application are required under 37 CFR 1 .105 
to provide the following information that the examiner has determined is reasonably 
necessary to the examination of this application. 

2. An issue of public use or on sale activity has been raised in this application. In 
order for the examiner to properly consider patentability of the claimed invention under 
35 U.S.C. 102(b), additional information regarding this issue is required as follows: It is 
unclear from the admission what was known or used by others, whether there were any 
acts that would constitute an offer for sale, whether there were any public disclosures, 
or where such acts or disclosures occurred. 

Applicant is reminded that failure to fully reply to this requirement for information 
will result in a holding of abandonment. 

3. In response to this requirement, please provide answers to each of the following 
interrogatories eliciting factual information: 

I) What were the specific details of the modeling system referred to in the admission? 

a) Do you have any documentation, either hard copies or in electronic 
form, showing this modeling system? If yes, please provide documentation in 
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response to this interrogatory. Documentation should be interpreted broadly to 
include, yet not be limited to: press releases, advertisements, brochures, product 
manuals, web pages, patents and patent applications (both U.S. and foreign), 
presentations, technical journals, and product specifications. 

b) Do any of the parties subject to a duty of disclosure under 37 CFR 1 .56 
know of where such documentation, as recited above, may be found? Please 
state the location in response to this question. 

c) Using the language of the claims, what are the specific differences 
between the modeling system that is mentioned in the admission and the claims? 

d) Were there any other modeling systems created by applicants? If so, 
please provide specific details of these modeling systems, using the language of 
the claims, and explain how they differ from the claimed invention. 

e) Were there any other modeling systems created by applicants? If so, 
please provide documentation of these systems or state where such 
documentation may be found. 

II) Was the modeling system disclosed in the admission the subject of any of the 
following types of transactions: offered for sale, bartered or exchanged, licensed, 
donated or given away, or used for experimental use? Please answer the following 
interrogatories for each transaction. 

a) Where did this transaction occur? 

b) What were the details of the transaction? 
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c) What where the details of the system that formed the basis for this 
transaction? 

d) When did this transaction occur? 

e) Who were the parties involved in the transaction? 

Ill) Was the modeling system of this application or of the admission publicly disclosed? 

a) Do you have any documentation, either hard copies or in electronic 
form, showing what was publicly disclosed? If yes, please provide 
documentation in response to this interrogatory. Documentation should be 
interpreted broadly to include, yet not be limited to: press releases, 
advertisements, brochures, product manuals, web pages, presentations, 
technical journals, and product specifications. 

b) Do any of the parties subject to a duty of disclosure under 37 CFR 1 .56 
know of where such documentation, as recited above, may be found? Please 
state the location in response to this question. 

4. In response to this requirement, please provide the title, citation and copy of each 
publication that any of the applicants relied upon to develop the disclosed subject matter 
that describes the applicant's invention, particularly as to developing "transforming of 
the variables" and "the adjusting of the population of variables". For each publication, 
please provide a concise explanation of the reliance placed on that publication in the 
development of the disclosed subject matter. 

5. In response to this requirement, please provide the title, citation and copy of each 
publication that any of the applicants relied upon to draft the claimed subject matter. 
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For each publication, please provide a concise explanation of the reliance placed on 
that publication .in distinguishing the claimed subject matter from the prior art. 

6. In response to this requirement, please provide the names of any products or 
services that have incorporated the claimed subject matter. 

7. In response to this requirement, please state the specific improvements of the 
subject matter in claims 1 and 7 over the disclosed prior art and indicate the specific 
elements in the claimed subject matter that provide those improvements. For those 
claims expressed as means or steps plus function, please provide the specific page and 
line numbers within the disclosure that describe the claimed structure and acts. 

8. In responding to those requirements that require copies of documents, where the 
document is a bound text or a single article over 50 pages, the requirement may be met 
by providing copies of those pages that provide the particular subject matter indicated in 
the requirement, or where such subject matter is not indicated, the subject matter found 
in applicant's disclosure. 

9. The fee and certification requirements of 37 CFR 1 .97 are waived for those 
documents submitted in reply to this requirement. This waiver extends only to those 
documents within the scope of this requirement under 37 CFR 1.105 that are included in 
the applicant's first complete communication responding to this requirement. Any 
supplemental replies subsequent to the first communication responding to this 
requirement and any information disclosures beyond the scope of this requirement 
under 37 CFR 1.105 are subject to the fee and certification requirements of 37 CFR 
1.97. 
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1 0. The applicant is reminded that the reply to this requirement must be made with 
candor and good faith under 37 CFR 1.56. Where the applicant does not have or 
cannot readily obtain an item of required information, a statement that the item is 
unknown or cannot be readily obtained may be accepted as a complete reply to the 
requirement for that item. 

1 1 . This requirement is an attachment of the enclosed Office action. A complete 
reply to the enclosed Office action must include a complete reply to this requirement. 
The time period for reply to this requirement coincides with the time period for reply to 
the enclosed Office action. 

This Office action has an attached requirement for information under 37 CFR 1 .105. A 
complete reply to this Office action must include a complete reply to the attached 
requirement for information. The time period for reply to the attached requirement 
coincides with the time period for reply to this Office action. 

Specification 

12. Claims 4 and 1 1 are objected to because of the limiting phrase, "loan payment or 
prepayment" in the second line of each claim. 

Applicant is reminded of § 1 .75 wherein the claim or claims must conform to the 
invention as set forth in the remainder of the specification and the terms and phrases 
used in the claims must find clear support or antecedent basis in the description so that 
the meaning of the terms in the claims may be ascertainable by reference to the 
description. (See § 1 .58(a)). 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 

13. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

14. Claims 1-13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1-13 appear to be directed to an abstract idea rather than a practical 
application of an abstract idea which would produce a "useful, concrete, and tangible 
result." This claimed subject matter lacks a practical application of a judicial exception 
since it fails to produce a useful, concrete and tangible result. 

For example, claims 1-6 are merely directed towards "receiving, transforming, 
pruning, and adjusting" " variables ", which may not be held to be a tangible result, and 
therefore non-statutory subject matter. To be tangible the claim must recite more than a 
35 U.S.C. 101 judicial exception, in that the process claim must set forth a practical 
application of that 35 U.S.C. 101 judicial exception to produce a real-world result. 

Another example, claims 6 and 7 is directed towards a "user", which may not be 
held to be a concrete result, and therefore non-statutory subject matter. Usually, a 
claimed invention is not concrete when a result cannot be assured or is not 
reproducible. The result must be substantially repeatable. The claim is directed 
towards subjective subject matter. 

Another example, claim 8 is directed towards "behavior", which may not be held 
to be a concrete result, and therefore non-statutory subject matter. Usually, a claimed 
invention is not concrete when a result cannot be assured or is not reproducible. The 
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result must be substantially repeatable. The claim is directed towards subjective 
subject matter. 

Moreover, the claimed invention must accomplish a practical application i.e., it 
must produce a "useful, concrete, and tangible result." 

Claim Rejections - 35 USC §112 

15. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

16. Claims 6-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

When a rejection under 35 USC § 101 is made for lacking concreteness and the 
invention cannot operate as intended without undue experimentation because of the 
lack of repeatability or predictability, the 35 USC § 101 rejection is accompanied by a 
lack of concreteness rejection under 35 USC § 112, first paragraph. 

17. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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18. Claim 1 recites the limitation "the population" in Line 8 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

19. Claim 6 recites the limitation "the choices" in Line 2 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

20. Claim 7 recites the limitation "the sequence" in Line 4 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

21. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being incomplete 
for omitting essential steps. See MPEP § 2172.01 . Claim 7 is a method claim without 
steps. 

Claim Rejections - 35 USC § 102 

22. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

23. Claims 1-13 are rejected under 35 U.S.C. 102(b) as being anticipated by Cassuto 
et al. (U.S. Publication Number 2002/0127529). 

As to independent claim 1, Cassuto discloses a machine-based method 
comprising receiving historical multi-dimensional data representing multiple variables to 
be used as an input to a predictive model of a commercial system (see Paragraph 
[0005]), transforming variables into more predictive variables (see Paragraph [0098]), 
including Bayesian renormalized variables (see Paragraph [0098]), linearly transformed 
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variables and imputed missing values for categorical or continuous variables (see 
Paragraph [0098]), pruning variables for which the data is sparse or missing (see 
Abstract; and Paragraph [0048]), adjusting the population of variables to represent main 
effects exhibited by the data and significant interaction and non-linear effects exhibited 
by the data (see Paragraph [0058]). 

As to independent claim 7, Cassuto discloses a machine-based method 
comprising in connection with a project in which a user generates a predictive model 
based on historical data about a system being modeled (see Paragraph [0005]), 
providing to the user through a graphical user interface the sequence of dimension 
reduction (see Paragraphs [0032] and [0036]). 

As to dependent claim 2, Cassuto teaches the method of claim 1 in which 
adjusting the population of variables to represent interaction effects includes stages of 
main effect interactions (see Paragraph [0074]), main effects with main effect 
interactions and excluded variable interactions (see Paragraph [0064]), and main effects 
with main effect interactions and excluded variable interactions together with excluded 
variable combined interactions (see Paragraph [0064]). 

As to dependent claim 3, Cassuto teaches the method of claim 1 in which the 
predictive model predicts behavior of a current customer with respect to retention of a 
current service or product of a vendor (see Paragraph [01 12]). 

As to dependent claim 4, Cassuto teaches the method of claim 1 in which the 
predictive model predicts behavior of a current customer with respect to risk of asserting 
claims, loan payment or prepayment to a vendor (see Paragraph [0055]). 
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As to dependent claim 5, Cassuto teaches the method of claim 1 in which the 
predictive model predicts behavior of a current customer with respect to usage of a 
current service or product of a vendor (see Paragraph [01 1 2]). 

As to dependent claim 6, Cassuto teaches the method of claim 1 also including 
enabling a user to replicate information about the model as it existed as of the making of 
any one of the choices (see Paragraph [0057]). 

As to dependent claim 8, Cassuto teaches the method of claim 7 in which the 
system comprises behavior of prospective or current customers of a vendor with respect 
to products or services offered by the vendor (see Paragraph [01 12]). 

As to dependent claim 9, Cassuto teaches the method of claim 7 in which the 
predictive model predicts behavior of a prospective or current customer with respect to 
purchase of a product or service of a vendor (see Paragraph [01 12]). 

. As to dependent claim 10, Cassuto teaches the method of claim 7 in which the 
predictive model predicts behavior of a current customer with respect to retention of a 
current service or product of a vendor (see Paragraph [01 12]). 

As to dependent claim 11, Cassuto teaches the method of claim 7 in which the 
predictive model predicts behavior of a current customer with respect to risk of asserting 
claims, loan payment or prepayment to a vendor (see Paragraph [0055]). 

As to dependent claim 12, Cassuto teaches the method of claim 7 in which the 
predictive model predicts behavior of a current customer with respect to usage of a 
current service or product of a vendor (see Paragraph [01 12]). 
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As to dependent claim 13, Cassuto teaches the method of claim 7 in which the 
user interface controls staging of the sequence of model generation activities (see 
Paragraph [0013]). 

Conclusion 

24. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Jiang et al. (U.S. Publication Number 2006/0161403) teaches method and 
system for analyzing data and creating predictive models. 

Hoggart (EP Patent Number 1 085 429) teaches classifying data in a database. 

Hofmann et al. (U.S. Patent Number 6,687,696) teaches system and method for 
personalized search, information filtering, and for generating recommendations utilizing 
statistical latent class models. 

25. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tejal J. Garni whose telephone number is (571) 270- 
1035. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Knight can be reached on (571) 272-3687. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/826,949 



Page 1 3 



Art Unit: 2121 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Anthony -Knight 
Supervisory Patent Examiner 
Tech Center 2100 
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